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The OfBce Action mailed August 13, 2002, has been CjkefuUy reviewed and the 
regoing amendment has been made in consequence thereof.' 



■ Claims 1 -3,6,7,9, 1 0, 1 3-20, 22-25 and 27-29 are now pending in this application. Claims 
1-3,6,7,9,10, and 13-30 stand rejected. Claim 6 stands objected to. Claims 4, 5, 8, 1 1, and 12 are 
'Isrithdrawn from consideration. Claims 21, 26, and 30 have been cancelled. 

I 

\ Applicant notes the objections to the drawings. Applicant has amended the specification 
^ explain that the remote controller 3 is shown in Figure 5. For the reasons set forth above, 
l^pplicant requests that the objections to the drawings be withdrawn. 

• The objection to Claim 6 due to informalities is respectfully traversed. Claim 6 is herein 
|miended to address the informaUties noted in the Office Action. For the reasons set forth above, 
Kpplicant requests that the objection to Claim 6 be withdrawn. 

) The rejection of Claims 1-3, 13-16, ^d 27-28 under 35 U.S.C. § 102(e) as being 

anticipated by Lane (U.S. Patent No. 5,623,552) is respectfully traversed. 

\ 

I 

i Lane describes an identification card 100 which includes a card body 101 , a fingerprint 
Sensor 102 and a memory 103 for storing information related to a fingerprint of the card user. 
Irhe memory 103 is contained within the card body 101 and is electrically connected to the 
^ngerprint sensor 102. An activator 104 is electrically connected to the fingerprint sensor 102 
^d the memory 103 for initiating fingerprint information storage upon activation thereof A 
Verification device 105 is electrically connected to the memory 103, for indicating that the 
Information related to a fingerprint has been successfully stored in the memory 103. An 
authenticator 107 is electrically connected to the fingerprint sensor 102 and the memory 103 for 
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comparing mformation related to a sensed fingerprint with the stored fiingerprint information and 

producing an authentication signal if the sensed fingerprint information matches the stored 
ingerprint information. A controller 106 controls operations of the card 100 as will be descrihed 
ijelow. See Lane, Column 5, Unes 6-47. However, Lane does not describe any sort of exposed 
terminal configured for coimecting the card with an external temiinal. 

i Claim 1 recites an information recording/processing device which includes "a thin 
i^gerprint sensor," "a conversion imit configured to convert fingerprint data detected by the 
^ngerprint sensor into digital electrical signals" and "an exposed terminal on a part of a surface 

(bf said device, said exposed terminal configured for connecting with an external terminal," 

i; 

I Lane does not describe nor suggest an information recording device which includes an 
Exposed terminal configured for connecting with an external terminal. Further, Lane does not 
^escribe nor suggest any type of external connection capabihties. For the reasons set forth 

^ove. Claim 1 is subicitted to be patentable over Lane. 

r 

Claims 13 and 15 depend, directly or indirectly, firom independent Claim 1. When the 
Recitations of Claims 1 3 and 1 5 are considered in combination with the recitations of Claim 1 , 
Kpplicant submits that dependent Claims 13 and 15 likewise are patentable over Lane, 

f 

\ Claim 2 recites an information recording/processing device which includes "a thin 
^gerprint sensor," "a memory unit configured to store fingerprint data detected by the 
pngerprint sensor as registered fingerprint d^^ia," "a fingerprint matching unit configured to 
bompare newly detected fingerprint data with the registered fingerprint data stored in the 
biemory unit" and "an exposed terminal on a part of a surface of said device, said exposed 

1 : . , 

p;ermmal configured for coimecting with an extemal terrmnal." 

\ Lane does not describe nor suggest a|n information recording device which includes an 
^xposed terminal configured for connecting = with an extemal terminal. Further, Lane does not 



[ 
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Claims 14 and 16 depenc 



are 



recitations of Claims 14 and 16 £ 
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4^pplicant submits that dependent 
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conSi^ction capabilities. For the reasons set forth 
er Lane. 



, directly or injdirectly, from independent Claim 2. When the 
considered in combination with the recitations of Claim 2, 
Claims 14:ai}d| 16 Ukewise are patentable over Lane. 



Claim 3 recites an infomiation recording/processing device which includes "a thin 



^geiprint sensor," "a memory i mt configurec to store fingerprint data detected by the 
^gerprint sensor as registered ^ ingerprint d^a /! "an exposed terminal on a part of a surface of 
^aid device, said exposed terminal configured 'oT cotmecting with an external terminal" and "a 
lingerprint matching unit configared to compare! newly detected fingerprint data Avith the 
iegistered fingerprint data storec in the memoiyjand to output a signal indicative of when there is 
k match of the fingerprints in tho comparison tD said exposed terminal." 

j ;/ i 

Lane does not describe nor suggest an : reformation recording device which includes an 
pxposed tenninal configured for connecting with an extemal terminal. Further, Lane does not 
liescribe nor suggest any type oi' extemal connection capabiHties. In addition, a device which 
putputs a signal to a terminal indicative of A\|heii there is a match of the fingerprints also is not 
described. For the reasons set fi)rth above, ^iiiim 3 is submitted to be patentable over Lane. 

[. Claim 27 recites a methcd for identifying a individual which includes "recording 
^gerprint data of the individual as registered fingerprint data in a memory unit of a flat 
Information recording/processir g device," "seising a fingerprint of the individual on a 
Isngerprint sensor of the flat inf!)imation recording/processing device," "comparing the sensed 
fingerprint of the individual to t le registered fingerprint data using a fingerprint matching unit of 
?he flat information recording/p X)cessing dwi^e" and "outputting a result of the comparison to an 
^xposed terminal of the recordij ig/processing device, the exposed terminal configured to connect 
'to an extemal terminal." 
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Lane does not describe ncjr suggest a ijne t^od wliich includes outputting a result of a 
figujred for connbcitihg with an external terminal. Further, Lane 



ci)mparison to a terminal con: 
es not describe nor suggest an^ 
T the reasons set forth above. 



type of mefh()4 which impUes external connection capabilities, 
(tlaim 27 is siil niitted to be patentable over Lane. 



[ 



For the reasons set forth 



Injection of Claims 1-3, 13-16, and 27-28 beiwithdrawrL 



I . TherejectionofClaimsS>-10andl8-jl5 

r 

Hsu et al. (U.S. Patent No. 6,041 



Beceiver 15. The fob 14 includes 



@014 



; Claim 28 depends from h idependent CLutn 27. When the recitations of Claim 28 are 
cbnsidered in combination with Ihe recitations 
^laim 28 likewise is patentable Qver Lane, i 



of Claim 27, Applicant submits that dependent 



fflie sensor 16 and actuates a swi :ch, the person 



iibove, Applies Jit respectfully requests that the Section 102 

itkd 



under 35 U.S.C. § 102(e) as being anticipated by 



,410) is resjjectiully traversed. 



Hsu et al. describe a small handheld de/ice 14, or fob, which communicates with a 



a fingerprint sensor 16. When the user 12 places a finger over 



Si fingerprint is scanned and is compared with a 



ieference JBngerprint image stortsd in the fob! 14,:wluch includes a fingerprint correlator for this 
purpose. If the comparison results in a match, the fob 14 transmits a confirming message. 
|i*rincipal components of the fob 14, include jth^ ifingerprint sensor 16, a processor module 20, a 
transceiver 22 and a battery po^ er supply 24. | 

k . ; 

^ . . *• ' 

I Claim 9 recites a machir e/system cont 'dl device which includes "a fingerprint sensor," "a 
&igerprint matching unit configured to compar^ fingerprint data detected by the fingerprint 
j^ensor with pre-registered finge print data," !"a Control mechanism configured to control 
f)peration of the machine/systeni control deAjicejin accordance with user-specific information in 

I . . i ; 

accordance with a sensed finger print, when jr^e is a match of fingerprint data with pre- 



Registered fingerprint data" and 
m external terminal configured 



*a slot for insertion of a readAvrite device, said slot comprising 
to mate with an exposed teratunal of the read/write device, said 
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said control device, the data being at least 



machine/system control device which includes a 
having an external terminal configured to mate 



^ot for insertion of a read/write i ievice, th^ slol 
with an exposed terminal of the i ead/write fleyi ce. hi addition, Hsu et al. do not describe nor 
^ggest a control mechanism configured to; cpr trol operation of the machine/system control 

ievice in accordance with user-specific infpilbaation in accordance with a sensed fingerprint, 
urther, Hsu et al. do not define the extemal jteminal as being where data is passed to the control 
J. ' i ■ 

device, the data being at least fii gerprint data irom a u^er of the read/wnte device. For the 
Reasons set forth above, Claim 9 is submittpd to be patentable over Hsu et al. 

■i I 

} Claims 18 and 19 depend, directly oitir directly, firom independent Claim 9. When the 
^citations of Claims 18 and 19 ire considen^d in combination with the recitations of Claim 9, 
Apphcant submits that dependent Claims 18 .aijid 19 likewise are patentable over Hsu et al. 



Claim 10 recites a mach he/system- control device which includes "a fingerprint sensor," 

• ! ^■ 

['a first memory unit configured to store fuiig|er print data detected by the fingerprint sensor as 
Registered fingerprint data," "a f ngerprint matching unit configured to compare fingerprint data 
|ietected by the fingerprint sensi^r with re^slei ed fingerprint data stored iu the memory unit," "a 

pontrol mechanism configured to) control cjp^jition of the machine/system control device in 

i ' i !" ' 

Accordance with user-specific ir formationicorresponding to the fingerprint, when there is a 

I i I F- 

^atch of fingerprint data with die registered| fingerprint data" and "a slot for insertion of a 

f" » . i 

fead/write device, said slot com^sing an sej^emal terminal configured to mate with an exposed 
pemiinal of the read/write devic i, said extenjia. terminal being where data is passed to said 



pontrol device, the data being at 

f 



•least fingerf^nnt data fi:om a user of the readAvrite device." 



Hsu et al. do not describe nor suggest a machine/system control device which includes a 
:Slot for insertion of a read/write 
with an exposed terminal of the 



device, the sm having an external teraiinal configured to mate 
read/write device. In addition, Hsu et al. do not describe nor 
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dfevice in accordance with user- 
l|urther> Hsu et al. do not define i 
|evice» the data being at least fin)gerprint i 



I For the reasons set forth 
i^ection of Claims 9-10 and 18- 
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nlpgured to c6n rol operation of the machine/system control 
stiecific informjLtion in accordance with a sensed fingerprint, 
e external luminal as being where data is passed to the control 
datd':iB:om a xiser of the read/write device. For the 
reasons set forth above, Claim 10 is submittep lo be patentable over Hsu et aL 



|i0] 



Column 3, lines 36-44. Biometrjc security inethanism 14 includes a power source 15, an on/off 

!■ if: 

switch 16, abiometric sensor 18,; a display 20, a processor 22 with on-chip random access 
jnemory, a biometric input section 33 for rec[bi mig biometric information Scorn the biometric 
^ensor a memory 24, a time-var:iing code gejaerator 26 and display drivers 30. See Column 4, 



Jines 39-47. Biometric security 



fnechanism 14 



Claim 20 recites a methcU for accessm; 



above, Applipznt respectfully requests that the Section 102 
"19 be withdjfa\(m. 



.C. § 102(b) as being anticipated by Gullman et 



The rejection of Claim 2(| imder 35 ULS 
dl. (U.S. Patent No. 5,280,527) ii respectfiilly traversed 

Gullman et al. describe alibiometric security mechanism 14 which generates a security 
i>ken which a user inputs to an £ jccess device 1 2. The security token is formed, at least in part, 
m biometric information whi(jh may inclJie a fingerprint, voiceprint or writing sample. See 



piometric information) and a no: jmai mode (in [which the biometric information is verified). 



has an enroll mode (for originally providing the 



I a database of an information 



recording/processing device wit ji a control dli2\ice. The method includes "registering fingerprint 

lata of a first person in a memo: y of the coribrol device," "pressing a finger of the first person on 

■ i ' 

a fingerprint sensor module of tl le control device to offer a fingerprint," "conditioning access to 
the database on a match of the ojEfered fingefciint to fingerprint data in the memory of the control 
device," "connectiug the information recormnij/processing device to the control device," 
^'reading identification data fironi a memory, bf the information recording/processing device 
carried by a second person usinj » the control] divice, the data read including fingerprint data," 

i I 

i * 12 
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iingerprint sensor module of the information 
o^Dtain a fingerprint" and "comparing the Obtained fingerprint of 
fi-om the information recording/processing device." 



Guilman et al. do not describe, nor su'ggest 



t|) a database on a match of the 
(jievice for a first person and 
ijecording/processing device 



offered 



[by a 

set forth above. Claim 20 is subibitted to be 



a method which includes conditioning access 
fiiige]|print to fingerprint data in the memory of a control 
reading identification data &om a memory of an information 

seoind person using the control device. For the reasons 
patentable over Guilman et al. 



canied 



For the reasons set forth 
Rejection of Claim 20 be withdrawn 

\ 

\ The rejection of Claim 2 5 under 35 1 
kj.S. Patent No, 6,1 1 1,977) is respectfully traversed. 



above, Appl cant respectfiilly requests that the Section 1 02 



\ Scott et al. describe a 
kpper surface 16, sidewalls 18, 
irecpgnition area 20. Placing a 
^gerprint images to be read, 
^epressible switches 24 for use 



manipulation of data. Thefix>nt 
Receiver 26 



Switches 24 may be con|ti; 
lage for purposes of accessing 
litiate functions that are securep 
igerprint has been stored and 
:perform certain functions such 
2 may transmit the print and oppn 



©017 



iindalow^i 
ffnger over a 
upper] 
combinat^n ' 
wall of the 



Ihei 



.S.C. § 102(e) as being anticipated by Scott et al. 



fingerprint rdccignition transmitter 10 having a housing 12 with an 
surface. The upper surface 16 includes a fingerprint 
cover 22 of fingerprint recognition area 20 allows 
hoising 12 includes an alpha-numeric keypad having 
with the fingerprint recognition allowing for 
lousing includes an IR (or RF) transmitter and 



gured to seaid a password code to accompany a fingerprint 
additional |ecurity locations. For instance, the keypad may 
and transfer empowerment to a) initiate the transfer once the 
he device ia pointed at a receiver; b) to instruct the receiver to 
i) key 1 transmits the print and opens all doors on a car; ii) key 
only the Jbrivers door on a car; iii) key 3 may start the engine; 



as 
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i^) key 6 may allow the print i: 
cbr over the following 24 hours; 
olwner print (valet) to become the 



iniiiediately : 



foiiowing the owners print (valet) to lock and start the 
imd v) key 9:imay allow the print immediately following the 



for controlling access to a vehicle which includes "placing a 
mojdule of a re|iote control module," "transmitting minutiae data of 
mou^ited in the Vehicle," "comparing the minutiae data to data stored 



[ Claim 25 recites a method 

ger on a fingerprint sensor 
t|ie fingerprint to a receiver 
ih a database of registered drivers," "conditioning opening of a door of the vehicle upon a match 
<jf the minutiae data to data stored in the database of registered drivers'* and "limiting a speed of 
tjtie vehicle in accordance with dita stored iii-the database for a matched registered driver." 



Scott et al. do not describe nor suggfii^t a method for controlling access to a vehicle which 

vehicle in a<fcordance with data stored in the database for a 

■i 

Rath^, Scott et aJ. only describe a remote function which operates 



] 

|icludes limiting a speed of the 
i^atched registered driver, 
^sing fingerprint data to control 
tlaim 25 is submitted to be patebtable 



For the reasons set forth 



|U.S. Patent No. 5,867,802) is 



Borza describes a proces 
page of one or more devices IS, 



(Sois 
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new owner J 



locks for auifomobile doors. For the reasons set forth above, 



over. Scott et al. 
above. Applicant respectfully requests that the Section 102 



iejection of Claim 25 be withdr£ wn. Ij 

■J 

The rejection of Claims p-30 under:;$5 U.S.C. § 102(e) as being anticipated by Borza 

pectfuUy liaversed. 



rest 



I 



sor based system 8 which is modified to prevent unauthorized 



(i.e. ignition, fuel delivery system, ABS braking, radio) related 



|o the operation of a vehicle. Tlie system iililudes biometric data input means in the form of a 
pngerprint scanning device 10, 5lectronic-p5ff>cessing circuitry 12, a microprocessor 14 and 
^emory 16. A logical memory 1 

r 

Control and operation of the one < 
fengerprint is fetched, and compared 



block of m^ory 16 contains instructions that relate to the 



or more detjices 18. Column 3, lines 9-30. In operation, a 
to a template. If the fetched finger print and template 



14 



I 
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iatch, instructions that control tlie one or mojre devices 18 caa be executed. Column 3, line 65 
t|> Column 4, line 28. When system 8 includes writable memory, temporary users can be added 
«id removed from the system, including autoinatic removal at a particulair time. Also access to 
l|articular flmctions can be limited by permanent users. For example, instructions can be selected 
tjiat limit the fuel flow rate to a p redetermiheci maximum, thus essentially preventing the vehicle 
irom exceeding a maximum speesd, or thatlpt^ent temporary users from utilizing the radio or 

I : i ! ■ 

(|ther features and options. Column 5, hnes 12-20. 

r ; ; ,1 

; Claim 29 recites a method for control^ng operation of a machine which includes "sensing 

\ I v- 

4 fmgerprint of a user," "comparing the sensed fingerprint with preregistered fingerprint data," 

■r ■ ■ 

^controlling access to the machiie in accord'ance with whether the sensed fingerprint data 
|aatches the preregistered finger jrint data'l' a^id "controlling operation of the machine in 
iccordance with user-specific information, when there is a match of fingerprints." 

I ■ '-l 

i BoTza does not describe lor suggest ;a method which includes controlling operation of the 
jnachine in accordance with use :-specific information. Rather, Borza describes a permanent user 
^imiting access to functions to tetnporary usjdrs. Borza does not suggest any type of user-specific 
Instructions which woidd differentiate betwi^n individual temporary users. For the reasons set 
forth above. Claim 29 is submit ed to be patentable over Borza. 



Claim 30 is cancelled. 



For the reasons set forth 



above, Ai)pUcant respectfully requests that the Section 102 



ejection of Claims 29-30 be wi hdrawn 



Lane is described above 



The rejection of Claims 5 and 7 undier 35 U.S.C. § 103 as being unpatentable over Lane 
in view of Price-Fraucis (U.S. Patent No. 5-815,252) is respectfiiUy traversed. 



Piice-Fijancis describes a fingerprint identification system 20 
iwhere the fmgeiprints of the ca]'d owner 23' are stored on the encoded portion of an optical card 
25, as part of individual identification information. The fingerprint data, for exan^le, is scanned 

15 



L 

r. 
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i^ing a scanner 35 connected to a computer 3;7, which is also connected to a card reader/writer 

which is configured to store Ihe biomeiriS data on the card 25. Card 25 can also contain 
<|ther various biometric and repr<»entative:i4^0Tmation about the individual card owner 23, 
:orded physically on the face < f the card, 6t recorded in a memory 30. Preferably, only certain 
laracteristics of a plurality of fmgeiprints ^e stored on the card 25, thereby conserving memory 
)ace. Card 25 does not include a fingerprint sensor. Therefore, Price-Francis does not describe 
\t suggest an information recording unit \thich includes a fingerprint sensor. 

I Applicant respectfiiUy sv bmits that the Section 1 03 rej ection of the presently pending 
^laims is not a proper rejection. Obviousness cannot be established by merely suggesting that it 
|vould have been obvious to on6 of ordinarj^ skill in the art to modify Lane in view of Price- 
l^rancis to produce the claimed iivention. Rather, each alleged matter of design choice must 

tvays be supported by citation i to some reference woik recognized as standard in the pertinent 
, and the Apphcants given an opportunity to challenge the correctness of the assertion or the 

fepute of the cited reference. A] )plicant haslhot been provided with the citation to any reference 

i • i . 

supporting the combination mac e in the rejeiption. Neither Lane nor Price-Francis, considered 

[ ^ ■ 

^one or in combination, describe or suggest^the claimed combination. Rather, the present 

I. . • 'I 

^ection 103 rejection is based on a combipition of teachings selected from multiple patents in an 
^ttempt to arrive at the claimed nvention; Specifically, Lane is cited for its teaching of a 
|angerprint sensor and memory on an identification card, and Price-Francis is cited for its 



Reaching of a system where infoimation stored on a card can be displayed using the system, 
^ccordingly. Applicant respect^Uy submi^J that there is no suggestion or motivation to combine 
pane and Price-Francis. Since fliere is no: tpching nor suggestion in the cited art for the claimed 
pombination, the Section 103 r^ection ^p^^ars to be based on a hindsight reconstruction in 
^hich isolated disclosures hav^een pickep and chosen, using the claimed invention as an 
^tniction manual or "templatej", to piec^ to'gether the teachings of the cited art in an attempt to 
Ideprecate the present inventioni Of coursCj^rlsuch a combination is impermissible, and for these 
reasons, AppUcant requests that the Sectioij 103 rejection of Qaims 6 and 7 be withdrawn. 
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As the Federal Circuit ha| recognize^} obviousness is not established merely by 



ent indivMual elements of pending claims. Ex parte 
lievengQod. 28 U.S.P.Q.2d 1300i(Bd. Pat. aSp- & Inter. 1993). MPEP 2143.01. Rather, there 



4)mbining references having < 



^ust be some suggestion, outside of AppUci^Vs disclosure, in the prior art to combine such 
references, and a reasonable expectation of ^uccess must be both found in the prior art, and not 
ijased on Applicant's disclosure.! In re Vaecli , 20 U.S.P.Q.2d 1436 (Fed. Cir. 1991). In the 
l|resent case, neither a suggestion nor motiv^iion to combine the prior art disclosures, nor any 
ipasonable expectation of success has been Ihovm. Accordingly, AppHcant respectfully submits 
t|iat there is no suggestion or mcjdvation to combine Lane and Price-Francis. 

I T I 

J Applicant respectfully submits that ti^e § 103(a) rejection of Claims 6 and 7, at least to 
e extent that it relies on Lane i pi view of Ptice-Francis, is improper and should be withdrawn. 

; I f 

Notwithstanding the progriety of thej irejections, Claim 6 recites an information 

r i' ■ 1.] 

|ecording/processing system which included a portable information recording unit and an 
Information processing unit. The portable ih'formation recording imit includes "a thin fingerprint 
fcensor, a first memory unit configured to sto:re fingerprint data detected by the fingerprint sensor 
^ registered fingerprint data, a second menipry unit in which user-specific information is kept, 

i ! -j' . 

I^nd an exposed terminal configured for coiiEiectiDg with an information processing unit." The 
information processing unit incl xdes "an ext ismal terminal configured to interface with said 



init, said information processin i unit confij 
display unit when there is a matbh of fingei 



Recording/processing system wtjch inchidete 



external terminal of said portablb informati&a recording unit, a fingerprint matching unit 

r i I-, 

bonfigured to compare newly detected fingejprint data, received at said exteriLal terminal, with 
|he registered fingerprint data st|3red in the |rst memory unit, received at said terminal, and a 
|iisplay unit configured to displs y the user-^ecific information stored in said second memory 



Lane in view of Price-Fjfemcis do hoit describe nor suggest a information 



d to display the user-specific information in the 
irints." 



a portable information recording unit and an 
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iiiforniation processing unit wher 
s^sor and an exposed teiminal 
lA addition. Lane in view of Priori 
libit configured to interface with 



; the portab^|e information recording unit includes a fingerprint 
cibnfigured far connecting with an information processing unit 
Francis dwiiot describe nor suggest an information processing 



For the reasons set forth 4bove, Clai 
Price-Francis. 



: Claim 7 depends from i 
cgonsidered in combination with 
(tlaim 7 likewise is patentable 



the 



o^er 



r 



The rejection of Claim 1:^ under 35 Tj] 



(^f Price-Francis and fiirther in vi|ew of Borza 



ordinary skill in the art to mollify Lane iii; 
|o produce the claimed inventioiL. 
|upported by citation to some rd 
ppUcants given an opportunity 



portable information recording unit. 

6 is submitted to be patentable over Lane in view 



ependent 
recitatioi 
Lane in 



Isam 6. When the recitations of Claim 7 are 
s of Claim 6, AppHcant submits that dependent 
ew of Price-Francis. 
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For the reasons set forth iibove, AppB|cant respectfiilly requests that the Section 103 
ection of Claims 6 and 7 be w ithdrawn. 



S.C. § 103 as being unpatentable over Lane in view 
is respectfully traversed. 



Lane, Price-Francis, and! Borza are 0.1 described above. Applicant respectfully submits 
X the Section 103 rejection of the presently pending claims is not a proper rejection. 
Obviousness cannot be established by mere^/^ suggesting tiiat it would have been obvious to one 

view of Price-Francis and finther in view of Borza 
Rather, egch alleged matter of design choice must always be 
ference wori: recognized as standard in the pertinait art, and the 
to challengs the correctness of the assertion or the repute of the 
{pited reference. Apphcant has libt been provided with the citation to any reference supporting 
the combination made in the rejijction. Nei^ier Lane nor Price-Francis nor Borza, considered 
^one or in combination, describe or suggest the claimed combination. Rather, the present 
Section 103 rejection is based oft a combin^on of teachings selected from multiple patents in an 
attempt to arrive at the claimed invention. iSpecifically, Lane is cited for its teaching of a 



.1 
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f&igeiprint sensor and memory oil an identif^stion card, Price^Francis is cited for its teaching of 
apystera where information stordd on a card|;an be displayed using the system, and Borza is 
c^ted for teaching of limited cod^ls to a tenflpiorary user. Accordingly, AppUcant respectfuUy 
sjibmits that there is no suggestidn or motiv^ion to combine Lane, Price-Francis and Borza. 
^ce there is no teaching nor suggestion in ^ie cited art for the claimed combination, the Section 
lj03 rejection appears to be baseti, on a hindi^jht reconstruction in which isolated disclosures 
l|ave been picked and chosen, us:tng the claiijiied invention as an instruction manual or 
template", to piece together thejteachings oljthe cited art in an attempt to deprecate the present 
ikventioiL Of course, such a conibination isi|iinpermissibie, and for these reasons. Applicant 



gerprint data detected by the|pngerprint ^ 
|nemory unit in which user-spedafic info; 
Connecting with an infoimation1processmg[ 
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i^uests that the Section 103 rej wtion of Cl|m 17 be withdrawn. 

As the Federal Circuit hak recognized I, obvioxisness is not established merely by 
(Combining references having different indivSiual elements of pending claims. Ex parte 
Lvengood, 28 U.S.P.Q.2d 130cl(Bd. Pat. Ayp. & Inter. 1993). MPEP 2143,01. Rather, there 
^ust be some suggestion, outside of Applic|iit's disclosure, in the prior art to combine such 
References, and a reasonable expectation of Recess must be both found in the prior ait, and not 

\ 20 U.S.P.Q.2d 1436 (Fed. Cir. 1991). In the 
|)resent case, neither a suggestioti nor motivi Ition to combine the prior art disclosures, nor any 
feasonable expectation of succeiis has been j hown. Accordingly, AppUcant respectfully submits 
lat there is no suggestion or mdftivation to i ipmbine Lane, Price-Francis and Borza, 

i 

[ 

I 



Claim 17 depends from : hd^endent jpiaitn 6. Notwithstanding the propriety of the 



►rding/processing system which includes a portable 
\n processing unit. The portable information 



(rejections. Claim 6 recites an iniibrmation r 

^ |i ^ r 

mformation recording unit and m informati' 

^recording unit includes "a thin fingerprint sjinsor, a first memory unit configured to store 

isor as registered fingerprint data, a second 
ion is kept, and an exposed tenmnal configured for 
it." The information processing unit includes "an 



•external terminal configured to interface w| )i said exposed terminal of said portable information 

i 19 
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rJtcording unit, a fingerprint matcljiing unit 
d^ta, received at said external terminal, witli|^ 
nkemory unit, received at said extpmal termq al, 
specific information stored in said seconi 
cjpnfigured to display the user-specific info^iiii 



fingerprints." 
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igured to compare newly detected fingerprint 
ne registered fingerprint datia stored in the first 
, and a display unit configured to display the user- 
d rit|[nory unit, said information processing unit 

ation in the display unit when there is a match of 



[ Lane in view of Price-Francis and 

[ { 

ijjifonnation recording/processing system i 
^d an information processing lujit where thja 
fingerprint sensor and an expose^ terminal |i 
processing imit. For the reasons jset forth 
fa view of Price-Francis and fiirther in view; 



flipier in view of Borza do not describe nor suggest a 
ch includes a portable information recording unit 
portable information recording unit includes a 
1^ ^nfigured for connecting with an information 
ve. Claim 6 is submitted to be patentable over Lane 



Sf Borza. 



Further, and specifically to Claim il 
suggest any type of second fing^rint sen;j(i i; 



|hose reasons set forth above. Claim 17 is fet 'Emitted to be patentable over Lane in view of Price- 



■ i 
Francis and fiirther in view of Borza 



For the reasons set forth iabove, Apbf :icant respectfiiUy requests that the Section 103 

A i • 



^t al. in view of Price-Francis isjrespectfiilt 

i ■! 

Claim 21 is cancelled. Gullman et 
respectfiilly submit that the Section 103 n 



13024 



I. ! J . ' 

I Claim 17 depends fi-om independer tj Claim 6. When the recitations of Claim 17 are 
Considered in combination with the recitatidf 'is of Claim 6, Applicant submits that dependent 
^laim 17 likewise is patentable over Lane l^: 



view of Price-Francis and fijrther in view of Borza. 

none of Lane, Price-Francis, and Borza describe or 
as is recited in Claim 17, For these reasons, and 



if-ejection of Claim 17 be withdrstwu. 

i ! i 

[ The rejection of Claims 21-24 und^35 U.S.C. § 103 as being unpatentable over Gulhnan 



traversed. 

and Price-Francis are described above. Applicant 
||:tion of the presently pending clahns is not a proper 

20 
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supported by citation to some reference wor 
applicants given an opportimity to challeng 
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rejection. Obviousness cannot be estabUshei by merely suggesting that it would have been 

vious to one of ordinary skiU il the art to j [odify Gulhnan et al. in view of Price-Francis to 
l|-oduce the claimed invention. l[ather, eaclj lUegedmatter of design choice must always be 

recognized as standard in the pertinent art, and the 
the correctness of the assertion or the repute of the 
c|ted reference. Apphcant has not been proi ded with the citation to any reference supporting 
tjie combination made in the rejection. Neitj br Gullman et al. nor Price-Francis, considered 
^one or in combination, describe or suggest; Jie claimed combination. Rather, the present 
^ection 103 rejection is based oJ a combina|i !pn of teachings selected from multiple patents in an 
dttempt to arrive at the claimed invention, i iecifically, Gulhnan et al. is cited for its teaching of 
I biometric access system, and PHce-Francijs |is cited for its teaching of a system where 
liformation stored on a card canlbe display^ j using the system. Accordingly, Applicant 
|espectfully submits that there is no suggest on or motivation to combine Gulhnan et al. and 
Jprice-Francis. Since there is no ;eaching nd [suggestion in the cited art for the claimed 



ks to be based on a hindsight reconstruction in 



Combination, the Section 103 refection app^ 

|vhich isolated disclosures have 5een picke^ |and chosen, using the claimed invention as an 
instruction manual or "template' , to piece tcS gether the teachings of the cited art in an attempt to 

Of course/; mch a combination is impermissible, and for these 



heprecate the present invention, 
feasons, Applicant requests that 



the Section! 103 rejection of Claims 21-24 be withdrawn. 



I As the Federal Circuit hi s recogniz< 
pombining references having dij lerent indi^ 
^evengood, 28 U.S.P.Q.2d 130(f (Bd. Pat * 



, obviousness is not established merely by 
ual elements of pending claims. Ex parte 

& Inter. 1993). MPEP 2143.01. Rather, there 
it's disclosure, in the prior art to combine such 
uccess must be both found in the prior art, and not 



ust be some suggestion, outsice of Appliti 
References, and a reasonable exi ectation of^ 

^ased on Apphcant's disclosure In re Vaej k 20 U.S.P.Q.2d 1436 (Fed. Cir. 1991). In the 

r 



©resent case, neither a suggestic n nor moti) ition to combine the prior art disclosures, nor any 



! I 
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r^onable expectation of success has been s 
tlfat there is no suggestion or mot vation to 6 



Notwithstanding the propjiety of the;Pjections, Qaims 22-24 depend from independent 

a database of an information recording/processing 



for accessii 



C|laim 20 which recites a method 
device with a control device, Th^ : method iJ&udes "registering fingerprint data of a first person 



m a memory of the control devic 



of the second person on a 



I 

Includes conditioning access to 

I. 

^ata in the memory of a control Jevice for a 



lontrol device. For the reasons 
fjulknan et al. in view of Price-Brancis 

Claim 21 is cancelled. C laims 22-^ 
recitations of Claim 22-24 are c( nsidered i| 
|\pplicant submits that dependei t Claims 2 
|/iew of Price-Francis. 



"pressm 
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)wn. Accordingly, Applicant respectfully submits 
nbine GuUman et al. and Price-Francis. 



a finger of the first person on a fingerprint sensor 
f>rint," "conditioning access to the database on a 
data in the memory of the control device," 



ijiodule of the control device to a Ter a fing 
f . 
rjaatch of the offered fingerprint t > fingerprir 

'Connecting the information reco :ding/proce png device to the control device," "reading 
i|ientification data from a memoi y of the inf -hnationi recording/processing device carried by a 
Second person using the control < evice, thejlita read including fingerprint data," "pressing a 



ingerprint j pisor module of the information 



|mger 

i^cording/processrng device to o )tain a fing; rprint" and "comparing the obtained fingerprint of 

le second person to the fmgerpi int data red from the information recording/processing device." 

Gulhnan et al. in view of Price-Fran 



|s do not describe, nor suggest a method which 
database q a match of the offered fingerprint to fingerprint 
irst person and reading identification data from a 
fnemory of an information recor ling/proce? ;mg device carried by a second person using the 

et forth ab( ^e, Claim 20 is submitted to be patentable over 
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:ombination with the recitations of Claim 20, 
•24 likewise are patentable over Gulhnan et al. in 



For the reasons set forthtbove, Apj|icant respectfully requests that the Section 103 
rejection of Claims 21-24 be wi|hdrawn. 
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The rejection of Claim 26 



view of Borza is respectfully tr iversed. 



Claim 26 is cancelled. Tt erefore, . 
r^iection of Claim 26 be withdraw ti. 



I; In view of the foregoing £ mendment 
ajpplication are believed to be in Condition 
i^ respectfully solicited. 
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under 35 ij B.C. & joB as being unpatentable over Scott et al. 



lican| -espectfully requests' that the Section 103 



id remarks, all the claims now active m this 
allocs nee. Reconsideration and favorable action 



espe^ tfully Submitted, 
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IN THE UNITED S TATES pi|ENT| to TRADEMARK OFFICE 



/^plicant: Tamori 
rial No.: 09/424,685 



rtled: January 11, 2000 



At; 



Hot: INFORMATION 

RECORDER/PROCESSpR AND 

\ EQUIPMENT/SYSTEM 

I CONTROLLER BOTH 

f PROVIDED WITH 

i FINGERPRINT SENSOk M 

[ SUBMISSION Of MARKeII UP f jUlAGRAPHS AND CLAIMS 

;&on. Commissioner for Patents 
tVashington, D.C. 20231 
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lUnit: 2635 
EjJaiminer: C. Yang 



In furtherance of the am€ adment in 



Submitted separately herewith, A pplicant ha 
Accordance with 37 C J-.R. §Li: l(b)(l)(iii)j 
erem: 



i! 



IN THE SPECIFICATIC N 



Amend the paragraph at 



[ 

! The car driving system 
|ta for receiving infrared light 
npnt keys 4b installed on the d£ 
jhe console. The photocell 4a wjluch 
data input keys 4b, and the cont|)l 



>agel2,Uri23to] 



qpnsists of a|i 
onl 



lote 



jjsponsl ip the Office Action dated August 13, 2002, 
bby sii imits marked up paragraphs and claims, in 
idSTibiFJL §1.121(c)(l)(ii), for the amendments 



)kge 13, line 6 as follows: 

' i 

r 

controller 3 ( shown in Figure 5), a photocell 



d£ shboard i 



IS mei 
circuit 4^ 



1 
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in Stalled on Jl outstieiof the driver's side door of the car, data 

/; : \ 

e the! :a!r, and a control circuit 4c attached below 



for receiving data from the remote controller 3, the 
'constifife the vehicle velocity control circuit. 

I 
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TN THE CLAIMS 
Please cancel Claims 21, 3l6 and 30. 



1. (Twice Amended) A 
a thin fingerprint sensor; 



I [ and ]a conversion miit 
sensor into digital electrical sign^s. 



nfiguied for connectinig with a i external i 



a thin fingerprint sensorj , ] 



|: a fingerprint matching 
|he registered fingerprint data 



^confi fflired for connecting withj n external 



nfigured t| 
and 



an exposed terminal on a 3art of a STjlkce of s^i id device, said exposed tennmal 



infoTmaipn recjording/processing device comprising: 



onv4n': ingerprint data detected by the fingerprint 



M n I i 

2. (Twice Amended) A j|lat informMpn r^ffpiping/processing device compnsmg: 



a memory imit configured to store £|||eTprip|tipata detected by the fingerprint sensor as 
igistered fingerprint data;[, and 



[I 

uiJtit confix 
sttftred in the ] 



v| I ■ i! I 

an exposed terminal on a part of a sijifa dls aid device, said exposed tenninal 



3. (Twice Amended) A 



flat infoin^ 



a thin fingerprint sensor; , ] 



Y 
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►are newly detected fingerprint data with 
tt lit : and 
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ding/processing device comprising: 
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a memory unit configured 
igistered fingerprint data;[,] 



to store fiijjjerpriiit data detected by the|fingerprint sensor as 



confi gured for connecting Avith ai external te rmin^ 



i a fingerprint matching un t configur^ 
t|ie registered fingerprint data sto -ed in the 
tfiere is a match of the fingerprin s in the qoi 

[ 

' 6. (Twice Amended) ArijA flat] i 
(|omprising: 



.r. ^n^pd terminal on a i^^rf of ^ sidface tff laid device, said exposed terminal 



to cbmpare newly detected fingerprint data with 
md to output a signal indicative of when 
oijiparisi:{i i to said exposed terminal . 



nremoi 



inf<|)rmatio|i.recording[ ]/processing [device]system 



^d 



an information processin i unit [thatjis equi] 

/said Jc 



feonfigured to interface with saic 



fingerprint matching unit config ired to co: 



^xtemal terminal, with the regisi ered finge^rint 
^aid external terminal, and a dis Jay 
stored in [th e] said second memdlry 
{display the user-specific inform tion in the\|aisplap; 



9. (Twice Amended) A 
f a fingerprint sensori[, ] 



if 



terminal o^ 



unit 
' uniti [aril 
tin 



machine/sjj^tem 

]i 
■If 
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iao3o 



a portable information reftording unit [equib; >ed withjcomprising.a thin fingerprint 
Censor, a first memory unit confi ^ed to st^ re fin^rint data detected by the fingerprint sensor 
is registered fingerprint dataj ai d] a secohj; ] 
ept, and an exposed terminal cc nfigured fo r comie&ting w ith an information processing unit; 
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and 



ed with] comprising an external terminal 
artable irrFormation recordmg unit, a 



are li^ly detected fingerprint dat a, received at said 
a stored in the first memory uni t^ received at 
lafiguri^ ;to display the user-specific information 
iil saic^ i iformation processing unit configured to 
imit when there is a match of fiaigerpiiats. 



cfntrol device comprisingi[ ] 



3 : 
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T 



a fingerprint matching uni 



fifigeiprint sensor with pre-registe red fmgerpjint 



configuref: ;to coir p are 



j a control mechanism conf gured to cd 
device in accordance with user-sf ecific infoi 
vjhen there is a match of fingerpr nt data wi 



a slot for insertion of a re; d/write dg{ice> saifl 



nfi gured to mate with an expos 



temg where data is passed to sail control de 



lEser of the read/write device . 

I 

• 10. (Twice Amended) A 
\ a fingeipiint sensori[, ] 



ntrol 
atioip; 
pre-rei 



id terminal 



mac 



hine/^ri 



a first memory unit confi jured to stp're fing s n jiiint data detected by the fingerprint sensor 



4s registered fingerprint data;[, ] 



a fingerprint matching ui it confi gmx d to com p; 

I 51; ' 



^gerprint sensor with registere 



tevice in accordance with user-s ^ecific iiifgpmatiop 
\\s a match of fingerprint data wi h the regisi 



a control mechanism cor|agured to iljintrol; eration of the macl^ine/system control 

( lorresponding to the fingerprint, when there 
srprint dat a: and 



jeing where data is passed to sa d control di^ce^lB ie 



ser of the read/write device. 



I 

i: 
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to 

fingerprii\^( data sft 



bfthe 



ce, tfle 



fclstered fingerprint diat a: and 



1 ekd/write device, saiid external terminal 



istem boijtrol device comprising: 



a slot for insertion of a ri ad/write device> saiA slot comprising ari external terminal 



finj 



Configured to mate with an expc sed terminal of the ^ad/write device , said external terminal 



e ration of the machijie/system control 
accordance with ajsensed fingerprint, 
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fmgerprint data! detected by the 
, and] 



slot comprising an external terminal 



lata being at least fingerprint data Scorn a 



are fingerprint data detected by the 
ed in the memory uniti[, and ] 



data being at least 'fingerprint data fi-om a 
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17. (Once Amended) An 
w^th claim 6 [and furtlier compris 
second thin fingerprint sensor anc 
detected by the second fmgerprin 



18. (Once Amended) Ai aachine/sj/stemcp&lrol 



vjfhich the user-specific informati 
inspect or rewrite infomiation in 



infoTmatiop; 
ngj where: 



a third 
sensor as 



mc )nory:i 



AgerpirHii t 



)n is [age] 

he read/w j te de\fiiig j 



20. (Once Amended) A nethodfot 
r ecording/processing device with 



registering fingerprint da a of a first 



I pressing a finger of [a usi T] the first 
|evice to offer a fingerprint;[ am ] 



a dfltabafi e of an information 
a control fevice ^riy d method comprisihg the steps of: 



^jerson 



:€rson!iOi] 



conditioning access to thp database 
nta in the memor y of the contrc 1 device: 



connecting the informati m recordit jO ^rodeSgU device to the control device; 



reading identification da|a fi^om a n|pmorj{ 

deviiiei 



parried by a second p erso n usini the contri [ 



[ pressing a finger of thej scond per*^^ on ^ 

fe-ecording/processing device t o < btain a fiii ^[eTpm^t 

1; 



comparing the obtained fingerprinljiQf the i 
ithe information recording/proce ssing devii ^. 
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acces$i&|; 



recoi 

said: 



g/processing [unit lsvstem in accordance 
^•4'i^irmntinn processing unit comprises a 



:in a] 
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configured to store fingerprint data 
fingerprint data. 



device in accor4ance with claim 9 in 
data fix)m a persoA who has auth ority to 



nhU 1 of the offered fmgerprint to fmgeq)rint 



a memor y of the control device: [:1 

a fingerprint sensoj: modul e of the control 



I the information recording/processing device 
he data read including fingerprint data; 

Lgerprint sensor module of the information 

liind 

i ohd p erson to the fingerprint data read fi-om 
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\ 25. (Once Amended) An ethodfor 
cdmprising: 



placing a finger on a finge prinlj sens< |r;inod| 
transmitting minutiae data of thfe fing |*print| 
comparing the minutiae A ita to jdata i \ ared 



( i)ntroliii| access to a vehicl^, said method 



5 coaditioning opening of a door'of thi I yehid 

l! j ' 

slored in the database of registered driversij 



\\m\tin ^ a speed of the ve ncjekacc l)rdmcg I :ith data stored in the database for a 



ittched registered driver . 

27. (Once Amended) AtnethMfoi 



recording fingerprint dat 



df a flat information recording/p beeswing c tfVice; | 

1 sensing a fingerprint oft le individi]|l: on aE|||^erprint sensor of the flat mforraation 
Recording/processing device;[ ai i] 



comparing the sensed fir gerprint oi | he i^S 

i 



fingeiprint matching unit of th 5 flatlinfor nation 



outDUttin ^ a result of the 



29. (Once Amended) A 



^steps of: 



sensing a fingerprint of i user, 



oftheindf/idualfi 



comnarisc ii to aJ-i posed terminal of the recording/processing 



|levice. the ex p^^^ terminal coi ifieufed toi i;Qnng|j | > an external terminal 



method fci. 
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of a remote control module; 

1 

'ill ' 
I a receiver mountedj in the vehicle; 

database of registered drivers;[ and] 

►n a match of the minutiae data to data 



g [a]an individual comprising the steps of: 
registered fingerprint data in a memory unit 



Jti! I 

|| dual to the registered fingerprint data using 

u\\ 

itording/processing device : and 



cont|t ll ng operation of a machine comprising the 



i 
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with whether the sensed fingerprint data 



ILce with user-specific information, when 
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